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Examiner's Amendment 

1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submissions filed on 30 April 2004 and 26 July 2004 have been 
entered. 

2. An examiner's amendment to the record appears below. Should the changes and/or 
additions be unacceptable to applicant, an amendment may be filed as provided by 37 CFR 
1.312. To ensure consideration of such an amendment, it MUST be submitted no later than the 
payment of the issue fee. 

Authorization for this examiner's amendment was given in a telephone interview with 
Cynthia Lee on 22 September 2004. 

IN THE CLAIMS: 

Claims 18 and 27-36 are cancelled without prejudice. 

Claim 8. (Currently Amended) A method of protecting a plant or a part of said plant 
against insect or nematode infestation by one or more insects or nematodes having digestive 
cysteine proteases, wherein the method comprises [comprising] the steps of: 

(a) culturing cells or tissue from the plant; 
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(b) inserting into the genome of the cells or tissue a DNA construct comprising a nucleic 
acid [sequence of SEQ ID NO:l coding for a] encoding the cysteine protease inhibitor [selected 
from the group of proteins having an amino acid sequence] of SEQ ID NO: 2 [, with] operably 
linked to a promoter sequence active in the plan t wherein the inhibitor is expressed [to cause 
expression of said protein] at levels which provide an insect- or nematode-controlling amount of 
said inhibitor [protein]; and 

(c) regenerating a resistant whole plantfs] from the cells or tissue. 

Claim 10. (Currently Amended) The method according to claim 8, which comprises the 
further step of (d) sexually or clonally reproducing the whole plant[s] to produce a reproduced 
plant, wherein the reproduced plant has [in such a manner that] at least one copy of the DNA 
construct [sequence coding for the protein containing at least one type 1 repeated thyroglobulin 
domain with a promoter sequence active in the plant is] present in [the] its cells [of the thus 
formed reproduced plants]. 

Claim 11. (Currently Amended) The method according to claim 10, further comprising 
the steps of: 

[(a) providing a fertile plant prepared by the method of claim 10, which plant is either 
insect or nematode resistant;] 

(d) [(b)] sexually crossing the reproduced plant [that is either insect or nematode 
resistant] with [a plant from] an insect or nematode susceptible [variety] plant : 

(e) [(c)] recovering [reproductive material] seeds from the [progeny of the] cross; [and] 
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(0 [(d)] growing [resistant] progeny plants from the [reproductive material] seeds; and 

(g) selecting insect or nematode resistant plants from the progeny plants . 

Claim 12. (Currently Amended) The method according to claim 1 1, which comprises the 
further steps of repetitively; 

(h) [(a)] backcrossing the resistant plants [prepared by the method of claim 1 1] with 
substantially homozygous plants from an insect or nematode susceptible variety; and 

{!) [(b)] selecting for expression of both insect or nematode resistance and [other] 
characteristics of the susceptible variety among the progeny of the backcross, until the desired 
percentage of the characteristics of the susceptible variety are present in the progeny along with 
the insect or nematode resistance. 

Claim 13. (Currently Amended) A transgenic plant [or its sexual progeny which] that is 
resistant to attack by one or more insects or nematodes having digestive cysteine proteases, 
wherein said transgenic plant comprises a nucleic acid encoding a protein of SEQ ID NO:2 and 
wherein the plant expresses [expressing] an insect- or nematode z controlling amount of the [a] 
protein [having an amino acid sequence of SEQ ID NO: 2]. 

Claim 14. (Previously Amended) An expression vehicle comprising a promoter effective 
to promote expression of a downstream coding sequence in plant cells, operatively linked to a 
[DNA coding region of SEQ ID NO:l coding for the expression in plant cells of] nucleic acid 
encodin g a protein [having an amino acid sequence] of SEQ ID NO:2 a and a termination 
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sequence effective to terminate transcription or translation of the protein product in plant cells, 
wherein the expression vehicle [being effective to] expresses in plant cells insect-controlling 
amounts of the protein [comprising at least one type I repeated thyroglobulin domain]. 

Claim 40 (new). The method of claim 8, wherein the nucleic acid is SEQ ID NO: 1 . 

Claim 41 (new). The method of claim 8, wherein the nucleic acid is SEQ ID NO:3, 

Claim 42 (new). The plant of claim 13, wherein the nucleic acid is SEQ ID NO: 1 . 

Claim 43 (new). The plant of claim 13, wherein the nucleic acid is SEQ ID NO:3. 

Claim 44 (new). The expression vehicle of claim 14, wherein the nucleic acid is SEQ ID 

NO:l. 

Claim 45 (new). The expression vehicle of claim 14, wherein the nucleic acid is SEQ ID 

NO:3. 

IN THE ABSTRACT: 

A method of protecting a plant or part of a plant from insect or nematode infestation is 
disclosed herein. The method includes the steps of: (a) culturing c e lls or tissue from the plants; 
(b) inserting into the genome of the cells or tissue from a plant a sequence coding for assisting 
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protease inhibitors s e lected from th e group of proteins containing at l e ast on e type I rep e ated 
thyroglobulin domain, with equistatin operablv linked to a promoter sequence active in the plant 
to cause expression of the protein at levels which provide an insect or nematode controlling 
amount of the protein; and (e) regenerating resistant whole plants from the cells or tissue. Also 
disclosed is a transgenic plant or its sexual progeny which is resistant to attack by one or more 
insects or nematodes having digestive cysteine proteases. Also disclosed is an expression vehicle 
that includes a promoter effective to promote expression of a downstream coding sequence in 
plant cells, the expression vehicle being effective to express in plant cells insect controlling 
amounts of a protein that includes at least on e type I r e peat e d thyroglobulin domain equistatin . 

IN THE TITLE: 

A METHOD FOR PLANT PROTECTION AGAINST INSECTS OR NEMATODES 
BY TRANSFORMATION WITH A NUCLEIC ACID ENCODING EOUISTATTN 



1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anne R. Kubelik, whose telephone number is (571) 272-0801. 
The examiner can normally be reached Monday through Friday, 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amy Nelson, can be reached at (571) 272-0804. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to (571) 272-0547. 

Patent applicants with problems or questions regarding electronic images that can be 
viewed in the Patent Application Information Retrieval system (PAIR) can now contact the 
USPTO's Patent Electronic Business Center (Patent EBC) for assistance. Representatives are 
available to answer your questions daily from 6 am to midnight (EST). The toll free number is 
(866) 217-9197. When calling please have your application serial or patent number, the type of 
document you are having an image problem with, the number of pages and the specific nature of 
the problem. The Patent Electronic Business Center will notify applicants of the resolution of 
the problem within 5-7 business days. Applicants can also check PAIR to confirm that the 



Application/Control Number: 09/445,480 
Art Unit: 1638 



Page 7 



problem has been corrected. The USPTO's Patent Electronic Business Center is a complete 
service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It also 
enables applicants to view the scanned images of their own application file folder(s) as well as 
general patent information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786- 

9199. 

Anne R. Kubelik, Ph.D. 
September 22, 2004 



